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Opi nion by Sims, Admnistrative Trademark Judge:

Shar p Kabushi ki Kai sha a/t/a Sharp Corporation
(applicant), a Japanese corporation, has appeal ed fromthe
final refusal of the Trademark Exam ning Attorney to
regi ster the mark SCANNI NG STATI ON for personal conputer
software for inmaging scanners.EI The Exam ning Attorney has

refused registration under Section 2(e)(1), arguing that
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applicant’s mark is nerely descriptive of its goods.
Applicant and the Exam ning Attorney have submtted briefs
and an oral hearing was held. W affirm

W first deal with procedural issues. The Exam ning
Attorney has objected to third-party registrations
submtted with applicant’s suppl enental appeal brief. It
is the Exam ning Attorney’s position that, under Trademark
Rul e 2.142(d), applicant may not submt such evidence with
its appeal brief. Applicant, on the other hand, points to
t he Exam ning Attorney’ s subm ssion of evidence in her
response to applicant’s request for reconsideration as
justification for the submssion with its suppl enent al
appeal brief.EI

Generally, the evidentiary record in an application
shoul d be conplete prior to the filing of an appeal, and
additional evidence filed after the appeal wll normally be
given no consideration. See TBMP § 1207.01. If an
applicant or an Exam ning Attorney w shes to introduce
addi tional evidence after an appeal is filed, the applicant

or Exam ning Attorney may file a request with the Board

! Application Serial No. 75/392,138, filed Novenber 18, 1997,
based upon applicant’s allegation of a bona fide intention to use
the mark in commerce.

2 W note that applicant filed its main brief before the

Exam ning Attorney’s response to applicant’s request for

reconsi derati on.
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that the appeal be suspended and the case be remanded for
further exam nation. See TBMP § 1207.02. However, a
timely request for reconsideration of an appeal ed action
may be acconpani ed by additional evidence, and such
evidence is not considered untinely submtted. See
TBMP 81204. This is because a request for reconsideration
filed during the six-nonth response period follow ng
i ssuance of a refusal is considered by the Board to have
been filed prior to appeal. This section of the Board
manual further provides:

| f the Exam ning Attorney, upon consideration of

a request for reconsideration (made with or

wi t hout new evi dence), does not find the request

persuasi ve, and issues a new final or nonfinal

action, the Exam ning Attorney may submt

therewith new evidence directed to the issue(s)

for which reconsideration is sought.
Accordi ngly, the Exami ning Attorney’ s evidence submtted
with her response to applicant’s request for
reconsi deration is considered appropriate. Applicant’s
evi dence, submitted with its supplenental brief, even
though stated to be in rebuttal of the Exam ning Attorney’s
evi dence, cannot be accepted. |If applicant had wanted to
make the registrations of record, it should have sought

remand under Rule 2.142(d). W should hasten to point out,

however, that even if such evidence (copies of third-party
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regi strations wherein there was no disclainer of the word
“STATION’) was considered, it would not change the result
her ei n.

Finally, with respect to the dictionary definitions
attached to the Exam ning Attorney’s appeal brief, those
are appropriate because we may take judicial notice of such

definitions. See University of Notre Dane du Lac v. J.C.

Gournet Food Inports Co., 703 F.2d 1372, 217 USPQ 505 (Fed.

Cr. 1983).

In the first Ofice action, the Exam ning Attorney
stated that applicant’s mark was nmerely descriptive of its
goods under Section 2(e)(1l) of the Act, 15 USC §

1051(e) (1), because “the goods are a STATION for SCANNING.”EI
In both the final refusal and the Exami ning Attorney’s
response to applicant’s request for reconsideration, the
Exam ning Attorney asserted that applicant’s mark was

nmerely descriptive of its goods because applicant’s

conput er software woul d be used in connection with

“scanning stations.” In this regard, the Exam ning

Attorney contends that the term “scanning station” is used

®In this refusal, the Exami ning Attorney also refused

regi stration under Section 2(d) of the Act, 15 USC § 1052(d), on
the basis of a registration covering the nmark CF SCANSTATI ON,

“ SCANSTATI ON' di scl ai med, for conputer software for use in
optical scanning. The Exami ning Attorney later wthdrew that

ref usal .
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as a generic termfor “scanners” and that applicant’s
software woul d be used with these scanning stations.
Accordi ngly, the Exam ning Attorney contends that
applicant’s mark is merely descriptive of the function or
pur pose of applicant’s conputer software.EI

Some of the excerpts upon which the Exam ning Attorney
relies are noted bel ow

Payback: The multi purpose nachines totally

automat ed the scanning of resunes, transcripts,

and witing sanples into the Notes database,

t hereby elimnating stand-al ong scanning stations

and savi ng the conpany $50, 000 per year in

printer consumabl es.

PC/ Conmputi ng, March 1, 2000

* * * * *

Each fl oor has two copy and equi pnent hubs that
cluster Hewl ett-Packard Co. LaserJet 8000 Series
printers as well as Tektronix Inc. color printers
and scanni ng stations.

PC Week, COctober 25, 1999

* * * * *

Equi prrent applications include two nmanual
encodi ng or nmanual | aser scanning stations, or
automati c | aser scanni ng.

Pl ant Engi neering, Septenber 30, 1999

* * * * *

“I'n her brief, while maintaining that applicant’s mark nerely
descri bes the purpose and function or use of applicant’s goods,
the Exami ning Attorney contends that applicant’s software enabl es
a personal conputer to function as or to becone a scanning
station.
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PPT Vision featured its PPT861 at SEM CON West, a
hi gh- speed, sem -automated 3D scanning station
capable of 2.5 micron resolution. The PPT861
provides the flexibility to scan a w de range of
in-tray sem conduct or packages i ncluding...

NDT Updat e, August 1999

* * * * *

Recycl e an ol der-generation PC and either add it
to a network or attach an lonega Zip... drive to
it and turn it into a dedicated scanning station.
O der PCs that have Pentium 300 MHz processors
are very reasonably priced and are perfectly
acceptabl e for basic tasks |Iike scanning.

The Orange County Register, April 12, 1999

* * * * *

This nonth and next, the Social Security
Adm nistration will get the remaining scanning
stations for its Paperless Ofice Initiative.

Gover nnent Conputer News, March 8, 1999

* * * * *

Launch for Domi no.Doc starts at $5,995 for a
si ngl e i ndexi ng and scanning station...

Conmput er Resell er News, January 18, 1999

* * * * *

The NT-based system i ncl udes 60

APPLI CATI ONXTENDER wor kst ati ons, a DI SKXTENDER
server, and three scanning stations equi pped with
Fujitsu scanners that can inage up to 40 doubl e-
si ded pages per m nute.

I nform January 1999EI

> As the dissent notes, the evidence suggests that “scanning
station” may be used to describe different types of equipnent.
We have not referred to the other usages in this opinion and
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The Exami ning Attorney has also relied on various
third-party registrations wherein the term*®“STATION' is
ei ther disclained, registered under Section 2(f) of the Act
or placed on the Suppl enental Register.

Applicant, on the other hand, argues that its mark is
only suggestive because it requires inmagination, thought
and perception to reach a conclusion as to the nature of
its goods. Essentially, applicant argues that “STATI O\
has no neaning with respect to conputer software, that
scanners and scanning stations are not conputer software,
and that the Exam ning Attorney has not introduced any
evi dence showi ng that “scanning station” is descriptive of
software. Applicant also maintains that the Exam ning
Attorney is incorrect when she maintains that its software

will be able to transform conputers into scanning stations. B

believe that the fact that “scanning station” nmay be descriptive
or generic of other goods is not relevant to this decision.

® W al so note that applicant, during the time when the Exami ning
Attorney had refused registration on the basis of the mark CF
SCANSTATI ON, comment ed:

The only simlarity between the marks arises fromthe
generic and/or merely descriptive term*“scanstation”
that appears in registrant’s mark. Significantly,
however, a disclaimer to exclusive rights to use

“ SCANSTATI ON' was entered in connection with the cited
registration. Thus, the regi strant does not have
exclusive rights to the portion of the cited mark upon
whi ch the Trademark Attorney clains there is a
confusing simlarity.
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Upon careful consideration of this record and the
argunents of the attorneys, we conclude that applicant’s
asserted mark is nmerely descriptive of its conputer
software for use in connection with inmagi ng scanners. The
evi dence noted above persuades us that the term “scanning
station” may be used as an alternative way of describing or
nam ng scanners. Therefore, the term “SCANNI NG STATI ON’,
used in connection with conputer software for scanners or
scanning stations is, as explained below, nerely
descriptive of the use or purpose of that software.

Most of the dissent criticizes the Exam ning Attorney,
and appears to say that, if the Exam ning Attorney did not
al ways correctly articul ate how SCANNI NG STATI ON was
descriptive of the goods, ordinary consunmers for these
goods will not see the mark as nmerely descriptive. There
are obvi ous problenms with this reasoning.

First, the determnation as to whether a mark is
nerely descriptive of certain goods nust be nade on the
basis of the perception of the consuners and potenti al
purchasers for the identified goods, based on the evidence
of record, and not on whether the Exam ning Attorney may

have incorrectly described the precise nature and function

Applicant’s Anendnent, filed March 29, 1999, p. 2. Later,
appli cant maintained that, even if the term “SCANSTATION is
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of applicant’s goods in two instances during prosecution of
the application. Al though, as the dissent points out,

Exam ning Attorneys are trained professionals, they are
professionals in trademark | aw, not necessarily in the
goods which with a mark being exam ned may be used or be
intended to be used, such as conputer software for inmaging

scanners. o

nmerely descriptive, the Exam ning Attorney has not proven that
“SCANNI NG STATI ON' i s.

" Al'though not particularly relevant to this refusal, the dissent
states that Exami ning Attorneys do not “examne all types of
goods and services” but rather only “cover a particular, narrow
range of goods or services,” and that they are “highly | earned
individual s” in their particular range of goods or services.
First, there are two | aw offices (those dealing with
electronically filed applications, the E Cormerce | aw offi ces)
where Exam ning Attorneys do i ndeed examine all classes of goods
and services. Mreover, even in the remaining |aw offices, al
Exam ning Attorneys handle all types of service mark applications
as well as goods in a nunber of classes representing different
fields of endeavor. For exanple, sonme |aw offices, aside from
handl i ng service mark applications, exam ne goods in C asses 3,
16 and 28, covering such diverse and unrel ated goods as bl eaches,
cl eani ng and polishing preparations, soaps, cosnetics,
publications, stationery, artists’ materials, playing cards,
toys, ganmes and Christnas tree ornanents. Even those Exami ning
Attorneys who exam ne goods in Cass 9 al so exani ne goods in
other classes. For Cass 9, they may find thensel ves exam ni ng
applications covering such a wide range of products as al arns,

di ving equi pnent, all kinds of scientific instrunents, audio and
vi deo recorders, stereo equi pnrent, ganbling machines, fire
trucks, football hel mets, weather ball oons, door bells,

| aboratory beakers, circuit breakers, caneras, conputer hardware
and software of all types, batteries, tel escopes and binocul ars,
bul | et - proof vests, contact |enses, eyegl asses, electric irons,
electric hair curlers, clock radi os, snoke detectors, door
openers, junper cables, highway safety cones, tel ephones and dog
whi stl es, anong ot her goods. As can be seen, these O ass 9 goods
alone are in a nunber of different fields of commerce, certainly
not a “narrow range of goods or services.” Suffice it to say
that Exam ning Attorneys are not required to have, and may not
necessarily possess, a technical background in the goods in the
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Second, although the Exam ning Attorney did indeed
acknow edge that her reasoning in the first Ofice action
as to why the mark was nerely descriptive was incorrect
(that the mark was nerely descriptive because “the goods
are a STATION for SCANNING'), she did correctly state the
reason in the final refusal and in the decision on
applicant’s request for reconsideration, and stated in her
brief that the mark “nmerely describes the purpose and
function of [applicant’s] goods.” and “the purpose and use
of the applicant’s goods..” (brief, 3, 6).EI Significantly,
there is no question but that applicant was placed on
notice as to the basis for the refusal.

Wiile it is true, as the dissent notes, that software
by itself cannot function as a scanner, it is also true
t hat scanni ng hardware cannot work wi thout the use of
software. Software is needed to nmake a scanner function
properly. Because the purpose or use of the conputer
software is to operate a scanner or scanning station, the
termis nerely descriptive of this purpose or use of the

goods. We believe that a consumer for software for imaging

applications before them Nor are they necessarily “experts” in
the operation or functioning of those goods. Moreover, in this
particular intent-to-use case, it should be borne in nind that
there are sinmply no speci nens showi ng use of the mark or any
product literature pertaining to the goods.

8 The Examining Attorney al so made the nisstatenents in her brief
noted by the di ssent.

10
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scanners will know that the scanner requires software and,

t hus, upon seeing the mark SCANNI NG STATI ON used for
software for inmaging scanners, would inmedi ately understand
that the purpose of the software is to run the scanner or
scanni ng station.

Over| ooked, we believe, is that we nust make a
determ nation of nere descriptiveness on the basis of the
evi dence of record. A discussion of this evidence bearing
on the issue of nere descriptiveness i s conspicuously
| acking fromthe dissent. |If there is evidence of record
denonstrating that the asserted mark is nerely descriptive
of its goods, then an application should not be all owed
merely because the Exami ning Attorney may not have artfully
articulated the precise reasoning for the refusal in the
first Ofice action of this intent-to-use application, or
made the technically incorrect statenent in her brief that
applicant’s software “enable[s] a user to turn a personal
conputer into a SCANNI NG STATION to scan inages.”

Because we believe that the record adequately shows
that the mark SCANNI NG STATION is nerely descriptive of
software used in connection with scanners or scanning

stations, the refusal of registration is affirned.

11
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Hanak, Adm nistrative Trademark Judge, dissenting:

| respectfully dissent. As has been stated
repeatedly, “a termis nerely descriptive if it forthwith
conveys an i medi ate idea of the ingredients, qualities or

characteristics of the goods [or services].” 1In re Abcor

Devel opnent Corp., 588 F.2d 811, 200 USPQ 215, 218 (CCPA

1978) (enphasis added); Abercronbie & Fitch Co. v. Hunting

Wrld, Inc., 537 F.2d 4, 189 USPQ 759, 765 (2" Cir. 1976).

Moreover, the inmmedi ate idea nust be conveyed forthwi th

with a “degree of particularity.” In re TM5S Corp. of the

Anericas, 200 USPQ 57, 59 (TTAB 1978); In re Entenmann’s

Inc., 15 USPQd 1750, 1751 (TTAB 1990), aff’d 90-1495 (Fed.
Cr. February 13, 1991).

As noted by the majority, applicant seeks to register
SCANNI NG STATION for “personal conmputer software for
i mgi ng scanners.” (enphasis added). This identification
of goods was set forth in applicant’s initial application,
and the identification has never been questioned by the
exam ni ng attorney.

In her first Ofice Action dated Septenber 28, 1998,

t he exam ning attorney contended that the mark SCANNI NG

12
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STATION “nerely describes the goods because the goods are a
STATION for SCANNING ” In her brief dated June 8, 2000,

t he exam ning attorney contended at page four “that the
mar k SCANNI NG STATION is nerely descriptive of the
applicant’s software in that the purpose of the software
for image scanners is to enable a user to turn a persona
conputer into a SCANNI NG STATION to scan inages.”

At the oral argunent, the exam ning attorney conceded
that the foregoing statenents contained in her first Ofice
Action and in her brief are absolutely wong. |ndeed,
applicant had consistently attenpted to educate the
exam ning attorney as to the inaccuracy of her contentions.
Applicant’s conputer software is sinply not “a STATION for
SCANNI NG. 7 Applicant’s conmputer software cannot scan
anyt hing. Moreover, applicant’s conputer software cannot
“turn a personal conputer into a SCANNI NG STATION to scan
images.” |In order to scan inmages, one nust have certain
har dwar e, nanely, a scanner. No anount of conputer
software will, by itself, allow one to scan inages or to

convert a personal conputer into a scanner.

13
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Despite having considered the application on at | east
f our occasions,EI the exam ning attorney, until the oral

hearing, still had a totally erroneous view of the

° First OFfice Action: second OFfice Action: response to
applicant’s request for reconsideration; and preparation of her
brief.

14
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qualities and characteristics of applicant’s conputer
software. (Qbviously, exam ning attorneys are highly

trai ned professionals who scrutinize marks to a far greater
degree than do ordinary purchasers. |f after studying
applicant’s mark in relation to applicant’s goods on at

| east four occasions, the exam ning attorney neverthel ess
cane away wWith totally erroneous ideas as to the qualities
or characteristics of applicant’s goods, then | fail to see
how it can be said with any degree of candor that an

ordi nary consuner, upon seeing applicant’s mark in
connection with applicant’s goods, would forthwith gain an
i medi ate idea of the qualities or characteristics of
applicant’s goods. At an absolute mininmum the inability
of the exam ning attorney to correctly understand any
quality or characteristic of applicant’s conputer software
based upon a | engthy consideration of applicant’s mark in
rel ationship to applicant’s goods indicates that there are
doubts as to whether applicant’s mark is nerely descriptive
of its goods. When such doubts exist, it has been the
practice of this Board to resolve the doubts in favor of

the applicant on the issue of nere descriptiveness. Inre

Gour met Bakers, Inc., 173 USPQ 565 (TTAB 1972).

Some final comments are in order. The majority states

that “nost of the dissent criticizes the exam ning

15
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attorney.” This is sinply not true. Earlier | noted that
“exam ning attorneys are highly trained professionals” who
performtheir jobs with a great deal of care. To be
perfectly clear, this comment was intended to apply not
only to exam ning attorneys in general, but also to the
particul ar exam ning attorney handling this case.

If there is any criticismdirected at exam ning
attorneys, the criticismcones not fromthe dissent, but
rather fromthe nmgjority. The ngjority correctly notes
that a determ nation of whether a mark is nerely
descriptive nust be made fromthe perspective of ordinary
purchasers of the goods or services for which the mark is
sought to be registered. The majority then goes on to note
that exami ning attorneys are sinply “professionals in
trademark | aw, not necessarily in the goods which with a
mar k bei ng exam ned may be used.” In short, while not
explicitly saying so, the majority is inplicitly saying
that conpared to ordinary purchasers, exam ning attorneys
are not as know edgeabl e about the goods or services which
they deal with on a daily basis. Wiile this may be true
with regard to highly specialized goods such as heart
i npl ant devices, it certainly is not true with regard to

common of fice products such as scanners.

16
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Thus, if an examning attorney carefully studies a
mar kK used in connection with comobn goods or services and
still is unable to correctly identify any quality or
characteristic of such goods or services, then | sinply
fail to see howit can be said that an ordinary consuner
woul d be able to immredi ately and correctly identify any
quality or characteristic. This is particularly true given
the fact that ordinary consunmers spend just a matter of
seconds gl ancing at a nmark, whereas exam ning attorneys
carefully scrutinize marks.

One additional point needs to be clarified. Had the
exam ning attorney sinply m sconstrued the qualities or
characteristics of applicant’s goods in the first Ofice
Action and then later corrected herself, | would not be
di ssenting. However, the exam ning attorney’s
m sunder standing of the qualities and characteristics of
applicant’s software continued throughout the exam nation
process and indeed even in her brief. The majority would
have one believe that the exam ning attorney “got it right”
at all tinmes after the first Ofice Action. This is sinply
wong. As noted earlier, in her brief dated June 8, 2000
t he exam ning attorney contended at page four “that the
mar k SCANNI NG STATION is nerely descriptive of the

applicant’s software in that the purpose of the software

17
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for image scanners is to enable a user to turn a persona
conputer into a SCANNI NG STATION to scan inmages.” As
previously noted, this is a totally erroneous statenent.
Mor eover, the exam ning attorney at the oral hearing

conceded that it is a totally erroneous statema\nt.lﬂz|

0 Footnote 7 of the majority opinion is perplexing because the
di ssenting opinion does not contain the statenments set forth in
the first sentence of footnote 7.

18



